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DETAILED ACTION 

1 . Claims 3- 1 6 are pending. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. The objection to claims 14 and 15 is withdrawn in light of Applicant's amendment of the 
claims. 

4. The rejection of claims 1 and 3-16 under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the steps is 
withdrawn in light of Applicant's amendment of the claims. 

Claim Rejections - 35 USC § 112 

5. Claims 3-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter that Applicant regards as 
the invention. Dependent claims are included in all rejections. The rejection is different from 
the rejection set forth in the Office action mailed 13 January 2006, as applied to claims 1-16, due 
to Applicant's amendment of the claims. Applicant's arguments filed 15 May 2006 have been 
fully considered but they do not apply to these new rejections. 

Claims 4-5 lack antecedent basis for the limitation "the one or more gene constructs" in 
line 2. It is suggested that —of inserts- be inserted after the phrase. 

Words appear to be missing in claims 6 and 7 as the phrase "the vector comprising the 
nucleic acid molecule ... is flanked " in lines 9-12 and 10-11, respectively, makes no sense. 

Claim 6 lacks antecedent basis for the limitation "the vector backbone" in line 14. 
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In claim 6, part a) the practitioner introduces a nucleic acid molecule into a plastid; in 
part (b) the practitioner places a plant cell comprising the molecule on medium. There appears 
to be no connection between the two steps. The transformed plastid in part (a) is never used 
again in the method. 

In claims 6 and 7, part (b), it is not clear if the plastid non-lethal compound is the one to 
which the first selectable marker confers resistance, or if it some other non-lethal compound. 
Similarly in part (c), it is not clear if the plastid lethal compound is the one to which the second 
selectable marker confers resistance, or if it some other lethal compound. 

Claim 7 lacks antecedent basis for the limitation "the plant cell" in line 19. 

Claim 12 is indefinite of being dependent upon a canceled claim. 

Claim Rejections - 35 USC § 102 

6. Claims 3-6, 8, 10-12 and 16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Staub et al (US Patent Publication 2002/0042934, filed April 2000). The rejection is modified 
from the rejection set forth in the Office action mailed 13 January 2006, as applied to claims 1- 
12 and 16, due to Applicant's amendment of the claims. Applicant's arguments filed 15 May 
2006 have been fully considered but they are not persuasive. 

Staub et al teach a method of obtaining a transplastomic tobacco plant comprising 
introducing into a tobacco cell a recombinant nucleic acid comprising two selectable marker 
constructs, one conferring resistance to a non-lethal marker, aadA, and the second conferring 
tolerance to the lethal marker EPSPS or phosphinothricin, each operably linked to a promoter, 
selecting the plant cell first on the non-lethal compound until shoots appear, then on the lethal 
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compound until homoplasmic, and obtaining a transplastomic tobacco plant (f 1 1 1-144; claims 
1-22). Staub et al teach that the two selectable marker constructs can be targeted to different 
regions of the plastid genome by use of different homologous flanking regions fl|72-73 and 86). 

Applicant urges that in claim 6, the non-lethal marker is in the backbone of the vector 
(response pg 9). 

This is not found persuasive because any part of a vector may be its "backbone". 

Applicant urges that in Staub only a fraction of the transformed tissue contains the lethal 
selectable marker (response pg 10). 

This is not found persuasive because Staub still obtains plants with only the one 
construct. The limitation upon which Applicant relies, the proportion of plants with the lethal 
selectable marker, is not a limitation in the claims. 

Claim Rejections - 35 USC §103 
7. Claims 3-6, 8, 10-13 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Staub et al (US Patent Publication 2002/0042934, filed April 2000) in view of Fonee-Pfister 
et al (WO 01/68826). The rejection is repeated for the reasons of record as set forth in the Office 
action mailed 13 January 2006, as applied to claims 1-13 and 16. Applicant's arguments filed 15 
May 2006 have been fully considered but they are not persuasive. 

The claims are drawn to a method of obtaining a transplastomic tobacco plant comprising 
introducing into a plant cell a nucleic acid comprising two selectable marker constructs, one 
conferring resistance to a non-lethal marker, aadA, and the second conferring tolerance to the 
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lethal marker EPSPS or PPT, each operably linked to a promoter, selecting the plant cell first on 
the non-lethal compound then on specific concentrations of the lethal compound. 

The teachings of Staub et al are discussed above. Staub et al do not disclose use of PPO 
as the marker conferring tolerance to the lethal compound and selecting the plant cell on specific 
concentrations of the lethal compound. 

Fonee-Pfister et al teaches use of PPO as the marker conferring tolerance to the lethal 
compound and selecting the plant cell on specific concentrations of the lethal compound (pg 56, 
67-75 and 96-105). 

At the time the invention was made, it would have been obvious to one of ordinary skill 
in the art to modify the method of transforming plastids as taught by STAUB et al, to use of PPO 
as the marker conferring tolerance to the lethal compound and selecting the plant cell on specific 
concentrations of the lethal compound as described in Fonee-Pfister et al. One of ordinary skill 
in the art would have been motivated to do so because selection of the concentration of the lethal 
compound is an obvious optimization of experimental conditions, and because substitution of 
one lethal compound for another is an obvious design choice. 

Applicant urges that the disagree fro the reason above, since the present method assures 
loss of the non-lethal marker after the two step section method (response pg 10). 

This is not found persuasive because Staub et al obtained plants in which the non-lethal 
marker was lost. 

8. Claims 14-15 are free of the prior art, given the failure of the prior art to teach vectors of 
SEQ ID NOs:l, 2, 3 or 19. Claim 7 and 9 are free of the prior art, given the failure of the prior 



Application/Control Number: 10/680,824 



Page 6 



Art Unit: 1638 

art to teach or suggest a method of plastid transformation using vectors comprising a non-lethal 
marker flanked by an essential plastid sequence and a lethal marker inserted flanked by a non- 
essential plastid sequence. 

9. Claims 7, 9, 14 and 15 would be allowable if rewritten in independent form to overcome 
the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include 
all of the limitations of the base claim and any intervening claims. 



10. No claim is allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik, whose telephone number is (571) 272-0801. 
The examiner can normally be reached Monday through Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached at (571) 272-0975. 

The central fax number for official correspondence is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 



Conclusion 



Anne Kubelik, Ph.D. 
July 18, 2006 




